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On August 3, 2022, Senator Thom Tillis, Ranking Member of the Senate IP Subcommittee, released

a first draft! of what could become the highly sought-after change in U.S. patent eligibility that many
in the patent world have been seeking in recent years. After the Supreme Court decisions of Mayo,

Myriad, and Alicez, and its most recent refusal to further examine the issue in American Axle3,
patent practitioners can only hope that this will be the light at the end of the tunnel.

The Patent Eligibility Restoration Act of 2022 (the “Bill”), as the Bill is to be called, mainly takes aim
at the judicial exceptions federal courts have adopted over time pertaining to laws of nature,

physical phenomena, and abstract ideas.? Specifically, the current text of the proposed Bill states
that an invention or discovery may be patentable “subject only to the exclusions in subsection (b)

and to the further conditions and requirements of this title.”® This text seems to indicate that
Congress is trying to rein in the courts’ ability to find their own exceptions, not found within Title 35
of the U.S. Code, to patent eligibility and, in so doing, return section 101 to a more permissive
gatekeeper.

The first focus of the draft Bill seeks to formally codify parts of the judicial exceptions carved out
over the years. For example, a “mathematical formula” (previously held to be part of the umbrella

exception of abstract ideas) is still excluded from patent eIigibiIity.6 However, and most importantly,
mathematical formulas are only excluded if they are claimed “apart from a useful invention or

discovery,” seemingly in an attempt to overturn the holding in American Axle.” Moreover, abstract
ideas are still excluded from patent eligibility, however, only to the extent they are “a mental process

performed solely in the human mind.”®

The draft Bill also appears to address the Supreme Court’s holdings in Myriad and Mayo, as well as
the subsequent judicial and USPTO expansion of these holdings. Although the Bill provides a
limited codification of the holding in Myriad that “unmodified human gene[s]” and, by logical
extension, “unmodified natural material[s]” are not patent eligible, the proposed Bill makes it clear
that the exclusion is limited to such materials as they exist “in the human body” or “in nature,”

respectively, and provides a limiting definition of what it means to be “unmodified.”® The draft Bill is
even more pointed when it comes to diagnostic methods and the impact of Mayo by limiting the
patent eligibility exclusion to processes that “occurf] in nature wholly independent of, and prior to,
any human activity.”10 As a result of the language in the draft Bill with respect to biotechnology
inventions, Sen. Tillis is clearly trying to restore the standard that patentable subject matter includes

“anything under the sun that is made by man”11 by expressly limiting what a natural process or
material is and by expressly defining actions taken by “man” that would constitute modification.
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The second focus of the Bill addresses how recent court cases have seemingly merged the patent
eligibility analysis under section 101 with other patentability requirements of sections 102, 103, and
112—as the dissent noted in American Axle, the “majority’s blended 101/112 analysis expands §

101...."12 In a direct rebuke of such merged analysis, the draft Bill explicitly states that “eligibility
shall be determined...without regard to...(ii) whether a claim element is known, conventional,

routine, or naturally occurring...or (iv) any other consideration in section 102, 103, or 112.13

For the most part, the proposed changes to patent eligibility seem to directly address the
shortcomings patent practitioners have experienced in the federal courts over the last decade,
especially as it relates to abstract ideas and biotechnology. While it awaits to be seen whether the
draft bill will even be passed, or what amendments may be made during that process, it seems
Capitol Hill is finally getting the spark it needed to correct the U.S. patent eligibility scene.

The attorneys at Haynes Boone stand ready to answer any questions you might have on
patentability issues. 1

For assistance with any patentability issues, please reach out to the lawyers below.

1 See Patent Eligibility Restoration Act of 2022, 117th Cong., (2022) (draft as released by Sen. Tillis
on August 3, 2022).

2 See Mayo Collaborative Servs. v. Prometheus Labs., Inc., 566 U.S. 66 (2012); Ass’n for
Molecular Pathology v. Myriad Genetics, Inc., 569 U.S. 576 (2013); and Alice Corp. Pty. Ltd. v. CLS
Bank Int’l, 573 U.S. 208 (2014).

3 See Am. Axle & Mgf. v. Neapco Holdings LLC, 967 F.3d 1285 (Fed. Cir. 2019), cert. denied, 2022
U.S. LEXIS 3240 (June 30, 2022).

4 See Alice Corp. Pty. Ltd., 573 U.S. at 208 (explaining that the Court has “long held that § 101...
contains an implicit exception for ‘laws of nature, natural phenomena, and abstract ideas™) (citation
omitted).

5 Patent Eligibility Restoration Act of 2022, at 2 (emphasis added).
6 Ibid.

7 Ibid.

8 Id. at 3 (emphasis added).

91d. at 3, 4.

10 /g, at 3.

" Diamond v. Chakrabarty, 447 U.S. 303 (1980).

12 Am. Axle & Mgf., 967 F.3d at 1305 (Moore, J., dissenting).

13 patent Eligibility Restoration Act of 2022, at 4.

14 “New Patent Bill Could Boost Diagnostics, But Needs Work”, Law360, August 12, 2022 (link);
“Q&A: Dina Blikshteyn on proposed US patent law”, World IP Review, August 9, 2022 (link); “A
Cautious Welcome: Patent Community Chimes in on Tillis’ Eligibility Bill”, /P Watchdog, August 3,
2022 (link).

The opinions expressed are those of the author(s) and do not necessarily reflect the views of the

firm or its clients. This article is for general information purposes and is not intended to be and
should not be taken as legal advice.

© 2026 Haynes Boone


https://www.law360.com/ip/articles/1520615/new-patent-bill-could-boost-diagnostics-but-needs-work?nl_pk=05b38895-9301-481b-9bc3-1f11a69d371d&utm_source=newsletter&utm_medium=email&utm_campaign=ip&utm_content=2022-08-15
https://www.worldipreview.com/news/q-a-dina-blikshteyn-on-proposed-us-patent-law-22599
https://www.ipwatchdog.com/2022/08/03/cautious-welcome-patent-community-chimes-tillis-eligibility-bill/id=150619/

