
David McCombs, Alan Wang, Eugene Goryunov, and Tim

Hsu Authored Article in Patent Lawyer: ‘The Effects of

Erroneous Prior Art Disclosure on an Invalidity

Challenge’

September 9, 2022 David McCombs, Tim Hsu

PRACTICES Intellectual Property, Patents, Patent Litigation, Intellectual Property Litigation

Partners David McCombs, Alan Wang, and Eugene Goryunov, and Associate Tim Hsu authored an

article in Patent Lawyer. Read an excerpt below:

An invalidity challenge to a claim may not rely upon an erroneous portion of a prior art disclosure if

the error would have been apparent to one of ordinary skill in the art. This article examines the

current state of the law on determining whether an error in a prior art disclosure is obvious in view

of the latest opinion from the U.S. Court of Appeals for the Federal Circuit: LG Electronics v.

ImmerVision Inc.

The In re Yale Standard for Determining an Apparent (Obvious) Error

If a typographical error would be apparent to one of ordinary skill in the art who would mentally

disregard the error as a misprint or mentally substitute the error with the correct information, the

error will be treated as such and will not constitute a prior art disclosure for purposes of determining

patentability. This is commonly referred to as the In re Yale standard, where the U.S. Court of

Customs and Patent Appeals, the predecessor to the Federal Circuit, determined that the listing of

CF3CF2CHClBr in a prior art reference was an obvious typographical error of CF3CHClBr and

therefore the prior art did not actually disclose CF3CF2CHClBr to one of ordinary skill in the art. In

reaching this conclusion, the court determined that there were clear inconsistencies between

figures and tables in the prior art, supported by an expert affidavit that the listing of CF3CF2CHClBr

would be recognized as an obvious typographical error.

The application of the In re Yale standard is fact specific and may depend on whether the error is

critical to the particular invalidity analysis.

For example, in In re Garfinkel, the court found that an error in the prior art was not apparent or

obvious from reading the publication, and in any event, was not critical to the invalidity analysis.

There, the challenged claims relate to a glass containing 5-25% Al2O3, among other elements, and

the prior art disclosed a glass having 5.12% Al2O3. The applicant alleged that the prior art

disclosure was erroneous based on an affidavit stating that the glass used in the prior art actually

contained only about 2% Al2O3. The court held that the prior art would still teach one of ordinary

skill in the art to use up to 5.12% since the error was not apparent or obvious from reading the prior

art, and in the absence of proof of new and unexpected results or other evidence of non-

obviousness, the prior art disclosure of glasses containing even small amounts of Al2O3 made

obvious the claimed use of glasses containing Al2O3 irrespective of the percentage.

Excerpted from Patent Lawyer. Read the full article here.
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